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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claims 1,2,5,8-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamana et al. (EP1331247A1 on form PTO-1449). 

For claim 1, Yamana et al. teach an improved agricultural soil heating process 
(for agriculture film, page 9, [0081]) using a plastic film characterized in that the plastic 
film consists essentially of an aromatic thermoplastic polyurethane (the ingredients in 
making the polyurethane are aromatic diisocyanates or dicarboxylic acid which makes 
the polyurethane aromatic, page 5, [0031], page 7, [0049]). Note that the transitional 
phrase "consists essentially of is taken to be equivalent to that of the transitional 
phrase "comprising" (see comments below in Response to Argument" and MPEP 
2111.03). 

For claim 2, Yamana et al. teach where the thickness of the aromatic 
thermoplastic polyurethane film is from about 20 to about 150 microns (page 9, [0078]). 

For claim 5, Yamana et al. teach where the agricultural soil heating process is 
solar soil sterilization because it is used for agricultural film for plant or ground cover. 

For claim 8, Yamana et al. teach where the aromatic thermoplastic polyurethane 
used to prepare the film has a Shore A hardness of at least 80 (page 3, [0016]). 
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For claim 9, Yamana et al. teacli where tlie aromatic tliermoplastic polyurethane 
used to prepare tine film has a Shore A hardness of at least 85 (page 3, [0016]). 

For claim 10, Yamana et al. teach where the aromatic thermoplastic 
polyurethane used to prepare the film has a Shore A hardness of at least 90 (page 3, 
[0016]). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 3,4,6,7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamana et al. as applied to claim 1 above, and further in view of Ward et al. (5428123). 

For claims 3 & 4, Yamana et al. teach polyether (page 3, [0021], page 5, [0028]) 
but not a polyether type of soft segment. 

Ward et al. teach known polyether and polyester polyurethanes type of soft 
segment (col. 2, lines 9-15, col. 7, lines 1-8,48-65, col. 8, lines 1-1 5) for used in a 
variety of applications such as films and membranes (col. 1 ,line 17). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
employ polyether and polyester polyurethanes type of soft segment as taught by Ward 
et al. as the preferred polyether and polyester polyurethanes of Yamana et al. in order 
to provide a flexible, yet strong, film. 
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For claims 6 & 7, Yamana et al. teach poiyuretliane but not one witli a liard 
segment content of at least 30 percent by weight or at least 40 percent by weight. 

In addition to the above, Ward et al. also teach hard segment polyurethane of at 
least 30 percent by weight or at least 40 percent by weight (col. 2, lines 9-15, col. 6, 
lines 8-10, col. 7, lines 1-8,48-65, col. 8, lines 1-15) for used in a variety of applications 
such as films and membranes (col. 1 ,line 17). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to employ 
polyurethane of hard segment of at least 30 percent by weight or at least 40 percent by 
weight as taught by Ward et al. as the preferred polyurethane of Yamana et al. in order 
to provide a flexible, yet strong, film. 

5. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamana 
et al. (as above). 

Yamana et al. are silent about where the aromatic thermoplastic polyurethane 
used to prepare the film has a Shore D hardness of not more than 75. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have the aromatic thermoplastic polyurethane of Yamana et al. with a Shore D 
hardness of not more than 75, since it has been held that where routine testing and 
general experimental conditions are present, discovering the optimum or workable 
ranges until the desired effect is achieved involves only routine skill in the art. In re 
Aller, 105 USPQ 233. 

6. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yamana 
et al. as applied to claim 1 above, and further in view of Hoenig et al. (6156842). 
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Yamana et al. are silent about wtiere the aromatic tliermoplastic polyuretliane 
used to prepare tine film has a glass transition temperature (Tg) of less than 25°C. 

Hoenig et al. teach aromatic polyurethane used in a variety of applications, 
wherein the polyurethane is preferably having a Tg of less than 25°C (col. 10, lines 11- 
28). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to employ aromatic polyurethane with a Tg of less than 25°C as 
taught by Hoenig et al. as the preferred aromatic polyurethane in the process of 
Yamana et al. in order to create a flexible, yet strong, film or sheet. 

Response to Arguments 
7. Applicant's arguments filed 1/17/08 have been fully considered but they are not 
persuasive. 

Applicant argued that Yamana's invention use of a gas barrier film in an 
agricultural application provides no teaching nor suggestion of the Applicants' 
claimed process for solar soil heating using film made from the specified film 
resin consisting essentially of aromatic thermoplastic polyurethane. 

It is noted that Applicant amended the claim language to include the transitional 
phrase "consists essentially of. According to MPEP section 21 1 1 .03: The transitional 
phrase "consisting essentially of limits the scope of a claim to the specified materials or 
steps "and those that do not materially affect the basic and novel characteristic(s)" of 
the claimed invention. In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 
1976). For the purposes of searching for and applying prior art under 35 U.S.C. 102 and 
103, absent a clear indication in the specification or claims of what the basic and novel 
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characteristics actually are, "consisting essentially of will be construed as equivalent to 
"comprising." See, e.g., PPG, 156 F.3cl at 1355, 48 USPQ2cl at 1355 ("PPG could have 
defined the scope of the phrase consisting essentially of for purposes of its patent by 
making clear In Its specification what it regarded as constituting a material change In the 
basic and novel characteristics of the invention."). See also AK Steel Corp. v. Sollac, 
344 F.3d 1234, 1240-41, 68 USPQ2d 1280, 1283-84 (Fed. Cir. 2003). If an applicant 
contends that additional steps or materials in the prior art are excluded by the recitation 
of "consisting essentially of," applicant has the burden of showing that the introduction 
of additional steps or components would materially change the characteristics of 
applicant's invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 56 (CCPA 1964). See 
also Ex parte Hoffman, 12 USPQ2d 1061, 1063-64 (Bd. Pat. App. & Inter. 1989). 

In reviewing Applicant's specification to give patentable weight to the term 
"consists essentially of, the Examiner did not find that the scope of the phrase 
consisting essentially of for purposes of its patent by making clear In Its specification 
what it regarded as constituting a material change in the basic and novel characteristics 
of the invention. The process as claimed includes additional steps or components that 
would materially change the characteristics of Applicant's invention. For example, 
paragraphs [0021], [0022] teach other additives that are added to the aromatic 
thermoplastic polyurethane. These additives do influence soil heating because the anti- 
fog additives prevent sunlight from being scatter or reflected and the UV stabilization 
additives protect the film and crop from damage of UV radiation, thus, enhance soil 
heating. Nothing in Applicanf s specification really suggest the invention is implemented 
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with only aromatic thermoplastic polyurethane to improve soil heating process; thus, it is 
concluciecl that the added transitional phrase of "consists essentially of merely means 
the same as "comprising". 

Yamana does teach the film being use as a gas barrier film; however, this is one 
function/property of the film but not the only one. As stated in paragraphs 
[0002], [001 6], [0081], [0083]. In addition, Yamana's film contains the same ingredients as 
that of Applicant and the film of Yamana is used for agricultural film, thus, although not 
stated specifically, Yamana's agricultural film does improve soil heating because it 
contains the same ingredients as that of Applicant's film. Furthermore, from [0046], it 
appears that Yamana is concern with some sort of heat-related improvement because 
he wishes to employ the polyurethane together with ethylene-vinyl alcohol copolymer 
and additives such as heat stabilizer, UV absorbents, and weather resistance, all of 
which are also employed by Applicant's invention. 

Applicant argued that the blend TPUs of Yamana contain gas barrier 
improving resin components of EVOH or polyamide polymers which, if still 
processable into films, would detract from the light transmission properties of the 
aromatic TPUs and are not guaranteed to provide the same IR radiation blocking 
properties of aromatic TPUs. 

Applicant's remark against Yamana's teaching is without merit because there is 
no evidence provided by Applicant to prove that by having resin components of EVOH 
or polyamide polymers would detract the film from light transmission properties of 
aromatic TPUs. In addition, making a comment such as "not guaranteed" seems 
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ambiguous because there is no proof and it appears ttiat Applicant is uncertain liimself 
if indeed, resin components as tauglit in Yamana does not provide the same IR 
radiation blocl<ing properties. Furthermore, these resin components do not have to be 
used in the film because Yamana teaches many other components that can be 
employed and not just resin components of EVOH or polyamide polymers. As 
mentioned above, Yamana does have some concern with soil heating as stated in 
[0046]. Thus, it is unlikely that Yamana's components would detract from light 
transmission and IR radiation blocking as alleged by Applicant. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son T. Nguyen whose telephone number is 571-272- 
6889. The examiner can normally be reached on Mon-Thu from 10:00am to 5:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter M. Poon can be reached on 571-272-6891 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Son T. Nguyen/ 

Primary Examiner, Art Unit 3643 



